
6 ^iffi said hooks being characterized as having an average monofilament diameter greater than 8 . 0 
mfl and an average hookheight of at least 1.70mm. 
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^^^Xm^odfo^eving a grounded tennis ball with a tenms 

^equipped with a ball retrieving attachment attached along an outer peripheral edge of a 

^oftfc 

pos iub*fbreng^^ 

5 method comprising: 

a) providing a strip of a booked material having a pressure sensitive adhesive 

a^^aresih^taddngmen*^ 
, he^ofatle^l^nun.anaverageho^ 

11 250/ hooks per square inch; 

^ofthet^^ 
is C ) tangentiaUy contacting the grounded tennis ball with the nylon 

17 Bounded tennis baU «tto said r^on monofilament hooks; 
16 d) 'ttftingthehookedt^^ 

19 with the tennis racquet; and 

2Q e) retrieving the lifted tennis ball from thestrip__ 



Ir- wt i w niscionnv Snteme nL 
^Pamg^h 1 of page^theOffice ArionofPaperNo. 3 regarding certain references 

xe Statement as failing to comply with the requirements of 
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3 7GFR1^8(aX2), endosed herewith are complete copies of those patents which were listed in the 
origin**^ 

t^ttolandsubmr^ The patents in the 

original Invention Disclosure Stat ernent for which only the first page had been originally 
sobn^ed^ob^as^ 
basest Si^theretne^ofcornp^ 

e^^oriypo^ Th e fint page printout oft en 

reveaMithatcertam^ *"* 
p^U^patent^ 

patenuWnly issues, tto* the complete patent was not obtained from the data base. Consequently, 
to avoid undue expert to the client, complete patent copies were not obtained if the patent 
j^dldnotr^^ Sincetr^existsariskinnotlistingall 
referees reviewed (relevant or irrelevant), applic^t'sInventio.Disclosure Statement indudeda 
^gofdlF-tents reviewed 0nch^ those m part W 

notap^c^bleorredundant. The patents which were initialed in the copy of the Invention 

^^Staten^^ 

^deerr^bettosepat^ 

de*n*m*tobe^ 

^Bcant-s application including the cited FeM, Musslin, and Oh* patents appear to be relevant 
to applicant's claims and me daiin^ 

Thr Claimed Ir"™*™ 1 

art had con 



deeded mat hooked fasteners were incapable of tangential* hooking onto the nap of 
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c^OBaltennisbans. As a result, the prior art taught to completely cup the tennis ball, or as 
tte^Mp^ te^es. to complete 

thattohookedou.eM-illthea engagingly hook and 15ft the tennis ball Applicant's unique and 
unexpected discovery Ifcere«istsno 
te.dringsthatanunco^ 
^lessM;^^^ 

con^te^^M^thepriorartreco^ Nothing in the prior art or 

^remotely teaches or suggests these unobvious eo^dWs of applicant's clanned 

invention. 

^pHeantl^^ 

oftenhisballs. Amongst the host of available hooked fabric nuterisls, onty a very r^ly 
defiWandis^ 

ban.upontanger^c^" The characteristics and discovery of appUcanfs unexpected 
i^e^nrenudnedun^ 
Ontyttosete^ 
eppBc^sdaui*^^ 

8) -lament di^ 
1.7mm". (Claims 1-9) 
b) "average hook width of at least 1.0 mm". (Claims 2 - 8) 
C ) "avi^hookdepthofgreater^ 
d) or more limitly claimed Average: 

height of at least 1.85 mm (daims 4-8 and 10-15) 
. diameterofatle**8.25mn(^ 

bookwidthof atleast 1.0 ram (claims 4-8 and 10-15) 
depth of at least 0.6 (claims 4-8 and 10-15) 
e) . at least 300 hooks per square inch (claim 9) 
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hook height greater than 1.90 mm (claim 12) 

Average hook width about 1.1 mm to about 1.3 mm and average hook 
depthfiom 0.69 mm to about 0.75 mm. (claim 10-15) 
at least 250 hooks per square inch (claims 5-8 and 10-15) 

In paragraph 3 of Paper No. 3 Claims 1-7, 9, 10 and 12 stand rejected under 35 U.S.C. 
103(a) as being unpatentable over U.S. Patent Number 4,834.393 (FeM) or French Patent 
Number 2,594,037 <2tffassJte) and either in view of U.S. Patent Number 5,077,870 ^ielbye et al., 
hereinafter A&%e) and applicant's admission of prior art in the specification. 

Jh paragraph 4 of Paper No. 3, Claims 8, 11 and 13-15 stand rejected under 35 U.S.C. 
103(a) as being unpatentable overFeifi, Mvsslin, Melbye and applicant's admission of prior art 
in bis specification as applied above in view of U.S. Patent Number 4,993,712 {Urwin). 

It is inconceivable that a 35 U.S.C. 103(a) rejection may rest soley upon a premise that 
preshiunken nylon monofflament hook materials are known when, in fact, there exists a host of 
others, all of which are notoriously recognized as being unworkable in applicant" s invention as 
claimed. How run fhr tnriirrnf inl rftntnrt'T —« of a tennis ball with an uncommon 
hooked material be presumed to be obvious when, in feet, the enabling patent teachings of record 
(not speculative, unenabfing and meaningless references such as the cited French patent) dearly 
teach that it cannot be done? FeM teaches one must change the tennis ball cover with a loop 
material onto which the hooked material will then be able to attach. Urwin teaches you must fully 
cup and surround me tennis ball (not tangentially contacted) with the hooked material. 

. In the total absence of teaching even mentioning those attributes which are essential for 
tangent attachment and fitting of tennis balls amongst consistent patent teachings (one after 
another) stating it cannot be done, how can obviousness be deduced without any suggestive art 
teachings that the unexpected discovery of a most uncommon type of hooked material would 
work? When there exists no knowledge or guidelines, how can it be arbitrarily concluded that the 
tangential contaenng and lifting of a tennis ball with an uncommon hooked material wuld have 

5 

i0 0S>OIiKIN3H d TUZ-9K-809 ~1~*f~ X002/0C 



been obvious? Where is the required proof to substantiate such an obvi<jusness rejection? The 
^of of record provides no en^ 

discovery, but renter teaches to the contrary Cut. change tennis ball cover or completely cup the 
ball). What of record teaches and leads the ordinary artisan towards an appreciation that a highly 
specialized, unique ifitf uhconmonp^ of highhy specffied claimed 

ctan^Cteristics may b^ap^ to a tennis baU racquet and will actually upon tangential contact lift 
a tenrdsbiul without &fl? What test, other than applicant's unique test, exists to test the abflity of 
tocM*i*en^ What ofrecord provides the sUghtest 

inkBng of a selective criteria for finding the unique nylon monofilament hooks to be applied to 

contact? In method bairns 10-15, unobviousness over the art of record exists in unexpectedly 

discovertagm 
cfcracte^ 

superior efficacy*^ There is nothing of record which 

would remotely teach er sugg^ the uncommon daimed criteria v^chune^ 

c^umquepreshrun^ 

balL Onlyunsupporting*^ 

and speculative teachings of the French MussUn patent stand upon which to predicate the 
Genially unsupported 35 U.S.C.103(a) 

rejectionofrecord. How can there exist an assumed equivalency when the prior abounds with 
tadnngstnatt^^ 

^uncommon type of preshrunken nylon monofilament hooks of narrowly defined and unique 
hook characteristics work? How can equivalency be arbitrarily assumed when the very patent 
upon which Paper No. 3 teHes to show equivalency (!•*• the Melbye patent) unequivocally 
'establishes that what is purportedly the equivalent does not woric in applicant's invention as 
cbined? The Rule 132 Affidavit of record clearly refutes any attempt to rest the obviousness 
rejection upon the hypothetical and unfounded assumption of equivalency amongst a host of 
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available "book and loop" materials which are dearly different in structure and function. 
Equivalency cannot be assumed; it must be proven with art-founded facts for which there are 
none of record. 

The obviousness rejections of Fust Office Action involve references which applicant 
,l^M»^».^»a plication wMfflei fawrfltofitoofiliepriorarttoftiily 
teach Mrytbing about or suggest the unique churned attributes of applicant's invention or to enable 
a» artisan to make anduse the mvennon as daimed, coupled 

i^fi^to^m^^ chimed invention, the invention, as a whole, was accordingly 
deemed to be unobvious over the art of record. 

Baaiu^r reUesupon either the FehS '393 patent or the French Musstin patent taken in view of 
theMefi^ ' 870 patent coupled with alleged admissions against interest made by the applicant in 
the spedficrtion. Th^ughout applicant's specification, it is clearly taught that the hooking 

the^ 1 clearly refine the equivalency allegation of Paper 

No 3. Acconfingty, there are no admissions against interest by applicant 

■ Tteind^endentcla^ 
u^eandunexpectedentbodiments of applicant's method claims 10-15 and cornbmation claims 
U There e^ no teachings or directions in the cited prior art of record suggesting or dixectmg 

iordinaryartisantoth^ ^ 
^andrequir*en^ 

not of record and tb** exists of *cord no factual teaching which would enablethe skilled artisan 
. to^andusea^^ The guidance towards applicant's invention, 

The Office Action relies upon a mistaken assumption that any and all cornmerdally 
^bkfastenen are equivalentto one another. As evidenced by the record and applicant's 
Affidavit, this isnot true. The Office Action does not adequately recogruze that applicant', clauns 
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are directed towards uncommon type prrnhniifrffl nylon filntPffTTt hooks of a very narrowly 
defined scope (atypical of almost aU fasteners) which possess Unexpected superior efficacy in 
tenaciously clinging to the nap or cover of conventional tennis balls so as to permit the tennis ball 
to be lifted upon tangential contact. The uncommon prpstininktn nylon filamfflita hoota as 

corrirnonlypHclB^ The pr^hrunken hook filaments, as 

clatoedW^beloni^ 
firittdW fbrina^sr^^ 

Tnese^ue preshxunken nylon filaments (which were unexpectedly discovered by the apphcant 
topos^um^^^ 

hadWbes^^ Applicant's discovery was most 

, Bie ^sm«a^^ 

beenno^ousryre^^asbemg totally ineffective for use in ungentially contact^, 

youc^ 

TheF^patentprovidesdear^ 

.e^tcnnisballa. The F.M patent clearry teaches the tennis ball covering is incompatible 
^^soastoovercomette 

hookedmaterials. The F«W patent teachings are in complete contradiction to applicant's 
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and^ There are no teachings or 

suggesfi^wnatsoe^^^ In&ct, 
die^patertdi^esiheart^explo^ in the area of applicant's findings and teaches 
precisely Hie opposite in stating that it WO nH work uriess you change the teimis ball cover. 
Uno.pect.dh/, applicant discovered a limited and narrowly denned "preshronken monofilament 
toc^ti^^ characteristics are effective without completely changing the tennis ball 
pile iGertainly such patent teachings do not fairly teach and suggest the embodiments of 
puck's invention as claimed. FeM discourages the skilled artisan from seeking the solution 

unexpectedly discovered by applicant. 

Ifapatentc<^inationunder35 U.S.C.103(a) must destroy the essence of the disclosed 

-entionorrenderhin^ 

is ^p^BJnceP^ canno.be read so as to desu^y or render mo^era^ 

teaching. In applying Feldi, Paper No. 3 nruati^^condudetnat changing the tennis baU 



cover 1 



teachings. 

comM of .a,**!****,**^^ 

„ „ „i „„ 1.1, ■ wm— 

nrpim. ; It is dso bdicated m chum 10 that the hooked 
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ball nap: The words "tflngftntialfy goittngtingf clearly distinguishes method claims 10-15 from 
the necessary cupped contact of the Urwin '111 patent. Why does Urwin '712 use a fastener 
hook material which surrounds the ball? By relying upon Urwin, Paper No. 3 chooses to 
disregard the essence of the Urwin patent teachings (i.e. completely cup the ball within the hook 
fastener). Thus^ the reliance upon Urwin in the manner in which is applied in Paper No. 3 
destroys the basic and novel teaching of Urwin and renders it inoperable for its intended purpose 
and function. Thus, what both J^iW and Urwin teach as essential is completely negated and 
disregarded when these patent teachings are applied against applicant's claims. How can there be 
tangential contact if the patent* as Urwin teaches, is completely cupping the ball? 
jfheFrenebp 

suggested by tie i*^ and Urwin patents. Accordingly, claims 8, 11 and 13-15 are cleariy 
allowable since the Urwin vAFeM patents and each such result cannot be achieved. Moreover, 
the French patent (toes not contain any teachings whatsoever which would lead and suggest the 
onfin ary artisans the very limited type of hook materials which applicant has found to work with 
the converrftonal covering napped materials of tennis balls. In the first instance, the Feidi patent 
teaches that only by changing the nap of the tennis ball to the loop of the festeners can one 
effdctively use conventional VELCRO™. Thus, only by completely changing the tennis ball nap to 
to looped material win the conventional hook materials then engage and effectively lift the tennis 
ba». 

I^OfficeActi^ 

the context in which they are found to provide a combination of discordant patent teachings which 
purportedly teach applicant's claimed invention. , 

Theitoed patt^ teadiings have been combined in a manner totally discordant with what each 
patent teaches. The obviousness rejections must necessarily rdy upon apphcant's own teachings 
to provide the motivation and reasons for randomly selecting those isolated and discordant 
teachings relied upon in the 35 U.S.C. 103(a) rejections. 
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... ; The Examiner has also relied upon the Melbye patent as meeting the claimed preshrunken 
monofilament hook characteristics, when, in fact, it teaches a completely different type of hook 
and loop fastener material fiom what is claimed herein. By relying upon the inapposite Melbye 
patent mushroom-type fasteners, the Patent Examiner de facto contradicts his stated position of 
equrvalency and applicant's admission of equivalency. If equivalency (i.e., actual and obvious 
equivalents) exists, why then has the examiner chosen a patent which teaches a mushroom-type 
fastener which does hot work? 

The Melbye '870 patent discloses a fastener described as "mushroom-type hook strip" as 
opposed "to applicant's claimed "series of pre-shrunken nylon monofilament hooks" of daims 1 
-' and 10 (abo dipe*aei*clB*n»2-9 and 1 1-15) or (be added formation of independent claim lOthat 
"the roonofflament hooks are of spiral configuration" arranged in repetitive rows of at least 250 
hooks per square inch. The Melbye '870 fastener is not a series of preshrunken nylon 
aWnofnWt lufflks of applicant's daims and is much less of a spiral configuration of 
nionDfilainent hooks arranged in repetitive rows. Melbye is a molded pedestal mushroom-type 
fi^ener pioiufit not a spiral preshrunken monofilament with repetitive hooks inthe spiral wound 
row. TO contort Melbye with Fekb, both the tennis ball covering nap and the hooked material 
would have to be changed to achieve the necessary compatibility. There exists no factual basis to 
arbitrarily conclude that the inapposite fastener of Melbye works or constitutes an equivalent to 
appfic^s claimed lumu*>n officer hooka, much less than 
or feldi patents. 

fibrafcerffi^ 

the tennis ball or the cover of the tennis ball for VELCRO™ to work in either the French or FeM 
p^tnatyoumythenrand 

Melbye patent. Furthermore, the material of the Melbye patent is not the material which the 
appficantisdain^ The Rule 132 Affidavit by the applicant and the test 

results reported therein dearly refute any alleged equivalency between the citedM^ patent 
and applicant's claims. AS stated in applicant's Rule 132 Affidavit, a comparison between 



ex 3Wd 



U 

os>oiaaN3H d 



0 



applicant's Figure 5 add Figure 1 of AeMelbye patent dearly reveals that the "hooks" ate neither 
actual nor obvious equivalents. They certainly function differently and produce totally different 
results. Xbe MeOye fasteners do not work Thus, there is no basis whatsoever for the Examiner 
to reach the conclusion that applicant's invention would be obvious in view of either the teachings 
of the French patertf^rtheFeJifl patent in combination with the Melbye, etal, patent. Even if 
MeOye were combined whh either the FeM patent or the French Musslih patent, the combined 
teaching* stffl wouWnot teach the invention as defined by applicant's claims. 

The French Patent No. 2,594,037 XoMusstin is completer/ suent as to what cloth with 
catchir^elememsinaybeused. The French MussBn patent refers to an unbridled number of cloth 

evidencedbythe^ teachings in cofcmn 1. lines 15-25 citing of two major drawback, namely 
^^booksre^uver^ 

As^teachestotheart.whatts 

I nte^*t n >^ 

Cta* the French^ 
^U^-*^^^ Theunconrntonpre-sh™^ 

unique and damied embodiments. . 4Kflon 

35 USC ^fcB*^^-*--- 1 

35U.S.C. Itww dewing appUcant's invention and reconstruct^ the 

by the prior art, but rather is hindaghtedly sewing appucam 
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patent teachings in a manner totally discordant with their respective teachings to reach a 
conclusion that such hypothetical patent teachings would fiiriy teach and suggest the obviousness 
of applicant's claimed invention. No proper 35 U.S.C. 103(a) rejection can rest upon tactual 
assumptions totally unrounded upon the art relied upon in the 35 U.S.C. 103(a) rejection. 

The same laulty rationale exists in the conclusion that claims 8, 1 1, 13 and 15 would be 
obvibtfs in view of the combmed. teachings of Fehb, Musdm, Melbye and applicant's admission to 
the prior art as applied in view of the Urwtn '712 patent The Urwin patent clearly supports the 
patentability of applicant's claims 1-15. The Urwin patent teaches that if you use a VELCRO™ 
materuu^rer^ in a cup form, which 

e^^rneam^ 

tvpenuueriab, Applicant's summary of the '712 tfrvw* inline* 8-12 onPage 3 of the 
spedfcikm sutnmarikes the recognized Mure of the art to accomplish the unobvious subject 

gro^tennisbaU-soasto engage and hook a terodsbaU nap, and to Marul retrieve the 

^enc^noo^tonfttheball. The encompass^ cup is re^ed because o the 
^^M^-* ^thusd.rectsthear.sanawayfromtheum^e 

o^pe^portionof^ **** 
b^whenitUappUedagainstappncaot'sdaims. W s is impale under 35 U.S^(a). 



13 



9T. 39Vd 



0SX)ia0N3H d 



0 



embodiments of applicant's invention. Applicant alone has taught these very cnicial embodiments 
essential to the efficacy of the invention and die ability to overcome the failures of the prior art. 

The Me&ye, era/, patent Ms to support the 35 U.S.C. 103(a) rejections of record and in 
fart provides unequivocal evidence of the patentability of applicant's claims 1-7, 9, 10 and 12. 
MeOye,etal, is relied upon for its alleged teachings that VELCRO™ and ScotchMate™ are 
functional e^iivalents while also alleging applicant's festener is old and well known and that 
sdectibffiof the fastener of FeM or Musslin would be within the level of ordinary skill in the art. 

Theftctsaremcongwusw^ 3 - 

' - - ^diy the M^ patent meets these prescribed conditions of claims and therefore, 

rendets^^ 
^fflan^^^^ 

^heiglrtofatleastl.TOmm. Melhye is not a preshrunken monofilament material" ,have'a 
senes ^ hoolcs^ ^ 

Tl-^isinappositetoapplicant's 

c^anddis^ 

^a^hroom-shapedcavity. Tne opposite^ positioned hook and loop is also a 
nW ^ s hap*r»a« 

unless esp«Muy ^ hoo Vmg and picking 

prepared by the cited FeUB (U.S. Patent No. 4,834,393), would * 

uo a conventional tennis balL 
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and the specific monofflainent hook which by itself cannot tangentMy hook onto and lift a 

conventional tennis batt. 

The Office Action relies upon the cited FeM patent as a primary reference in rejecting 
appficant's coirfrination Claims 1-9 which recite a tennis racquet equipped with an attachment of 
prt.stoun^ 

h^lk^c^^rf^ onto and lifting a coamAnd tennis baU upon tangential 
content therewith and lifting. 

8d ^theVli^h^ 

"""^ . , n^relvnewcoveringonatemnsbau. This new covering 

wouldbette^ 1 ^^ 

? a A- Pel* Melbye and IMWn patents m a manner 

^nder inoperative the basic and novel teachings of each of these patents. 

^^^"^TTLup^^^ 

^andM^ 

x.eOfcce.cuonc.oosesto 

• ^ ^tennis ball as essential to the leawnu^ 

toM «l in . 35 U.S.C.1CW.) HM""" "* ™"""' 
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essence and the base novel teachings to the artisan. An ordinary artisan in combining FekS with 
Me%e would not do precisely opposite from what the patent teaches to the artisan. To 
completely contradict patent teachings when combinmg the patent with another patent clearly 
reflect a complete disregard of suggestive teachings as required in any F oP* reference 
combmation under 35 U.S.C. 103(a). References under 35 U.S.C. 103(a) do not suggest an 
undertaking coimjletdy cornradictory to the patent teac^ To rely upon incongruous 
vrtmisk untau^ imdisclosed teachings or rationale in combining references constitutes 
nothii^ more than Inndsighted reconstruction of the prior art study in view of applicant's own 
teaching^ and not the prior art, 
^Thercisen^ 

&i^»*d*h*1~-**« and the deleted portions have been bracketed 

Apinicant's attorney b^^ 
^onfor allowance, ffferauy reason the application is not considered to be in condition for 

aUo^appncant'sano^ 

discuss the merits of the appKcation. 

The applicant respectfully submits that thependit^claimscomply withthe 35 U.S.C. 112 

^^.oetonov^ 

^c^^rauowan^ Re.nsideration and early aUowance of the appUcation and the 

requested. 
Dated this 19th day of October, 2001. 

Respectfully submitted, 

M. Paul Hendrickson 
Attorney for Applicant 

Registration No. 24523 

Phone: 608-526-4422 
Post Office Box 508 Fax: 608-526-271 1 

Holmen, Wisconsin 54636-0508 
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